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DETAILED ACTION 
Claim Rejections - 35 USC §102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

2. Claim 18 is rejected under 35 U.S.C. 102(b) as being anticipated by U.S. Patent No. 
5,884,323 to Hawkins et al. 

a. As per claim 18, Hawkins et al teaches a machine-readable medium that provides 
instructions, which when executed by a processor, cause said processor to perform operations 
comprising: reading records of a first database on a handheld computer (See col. 7, lines 32-33); 
determining which records of said first database have been changed (See col. 7, lines 39-40); 
reading records of a second database maintained by a server (See col. 7, lines 42-44); 
determining which records of said second database have been changed (See col.7, lines 47-48); 
updating records of said second database to reflect changes made to records of said first 
database; and updating records of said first database to reflect changes made to records of said 
second database (See col. 7, lines 53-55). 
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3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. Claim 1, 9-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. Patent 
No. 5,884,323 to Hawkins et al in view of U.S. Patent No. 6,321,078 to Menelli et al. 

a. As per claim 1, Hawkins et al teaches a system comprising: a handheld computer 
including a first application program to maintain a first database (See col. 4, lines 24-41); and a 
host computer system including a synchronization program to provide a synchronization of 
information on said first database and information on a second database maintained by a server 
(See col. 4, lines 35-45). However, Hawkins et al fails to teach a second application program to 
enable a user to access said first database and change records in said first database according to 
features selected by the user. 

Menelli et al teaches a user selectable parameters to enable a user to access database and 
change records in said database according to features selected by the user (See col. 2, lines 6-10) 

It would have been obvious to one with ordinary skill in the art at the time the invention 
was made to incorporate a second application program to enable a user to access said first 
database and change records in said first database according to features selected by the user as 
taught by Menelli et al in the claimed invention of Hawkins et al in order to incorporate new user 
friendly features into their wireless devices (See col. 1, lines 19-20). 
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b. As per claim 9, Hawkins et al teaches A method comprising: providing a first application 
program on a handheld computer to maintain a first database; (See col. 4, lines 24-41); and using 
a host computer system to synchronize information on said handheld computer with information 
maintained by a server (See col. 4, lines 35-45). However, Hawkins et al fails to teach providing 
a second application program on a handheld computer to enable a user to access said first 
database and change records in said first database according to features selected by the user. 

Menelli et al teaches a user selectable parameters to enable a user to access database and 
change records in said database according to features selected by the user (See col. 2, lines 6-10) 

It would have been obvious to one with ordinary skill in the art at the time the invention 
was made to incorporate a second application program to enable a user to access said first 
database and change records in said first database according to features selected by the user as 
taught by Menelli et al in the claimed invention of Hawkins et al in order to incorporate new user 
friendly features into their wireless devices (See col. 1, lines 19-20). 

c. As per claim 10, Hawkins et al teaches wherein said using a host computer to 
synchronize information further comprises: reading records of said first database from said 
handheld computer (See col. 7 } lines 32-33); determining which records of said first database 
have been modified (See col. 7, lines 39-40); reading modified records of a second database 
maintained by a server (See col. 7, lines 42-44); updating records of said second database to 
reflect changes made to said modified records of said first database (See col. 7, lines 42-44); and 
updating records of said first database to reflect changes made to said modified records of said 
second database (See col. 7, lines 53-55). 
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5. Claims 2-3, 1 1-12 are rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. 
Patent No. 5,884,323 to Hawkins et al in view of U.S. Patent No. 6,321,078 to Menelli et al as 
applied to claims 1 and 9 above, and further in view of U.S. Patent No. 5,974,238 to Chase, Jr. 

a. As per claim 2, 1 1 Hawkins et al teaches the claimed invention as described above. 
However, Hawkins et al fails to teach wherein said synchronization program maintains a map 
file of checksum values to determine which records are new and which records have changed 
since previous synchronization. 

Chase, Jr. teaches an automatic data synchronization between a handheld computer and a 
host computer using pseudo cache including tags and logical elements. Furthermore, Chase, Jr. 
teaches wherein said synchronization program maintains a map file of checksum values to 
determine which records are new and which records have changed since previous 
synchronization (See col. 13, lines 9-16). 

It would have been obvious to one with ordinary skill in the art at the time the invention 
was made to incorporate wherein said synchronization program maintains a map file of 
checksum values to determine which records are new and which records have changed since 
previous synchronization as taught by Chase, Jr. in the claimed invention of Hawkins et al in 
order to allow the synchronization routine to detect record changes (See col. 13, lines 8-9). 

b. As per claims 3, 12 Hawkins et al teaches the claimed invention as described above. 
However, Hawkins fails to teach wherein said synchronization program is configured to update 
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dirty flags maintained by said first application program to reflect changes made during 
synchronization between said handheld computer and said server. 

Chase, Jr. teaches wherein said synchronization program is configured to update dirty 
flags maintained by said first application program to reflect changes made during 
synchronization between said handheld computer and said server (See col. 13, lines 31-67). 

It would have been obvious to one with ordinary skill in the art at the time the invention 
was made to incorporate wherein said synchronization program is configured to update dirty 
flags maintained by said first application program to reflect changes made during 
synchronization between said handheld computer and said server as taught by Chase, Jr. in the 
claimed invention of Hawkins et al in order to achieve dynamic data synchronization (See col. 
13, lines 50-51). 

6. Claims 4-8, 13-17 are rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. 
Patent No. 5,884,323 to Hawkins et al in view of U.S. Patent No. 6,321,078 to Menelli et al as 
applied to claims 1 and 9 above, and further in view of U.S. Patent No. 5,873,108 to Goyal et al. 

a. As per claims 4 and 13, Hawkins et al teaches the claimed invention as described above. 
However, Hawkins et al fails to teach wherein said handheld computer is a personal digital 
assistant. 

Goyal et al teaches wherein said handheld computer is a personal digital assistant (See 
col. 3, lines 51-52). 
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It would have been obvious to one with ordinary skill in the art at the time the invention 
was made to incorporate wherein said handheld computer is a personal digital assistant as taught 
by Chase, Jr. in the claimed invention of Hawkins et al because personal computing devices of 
handheld devices can be of various description including PDA (See col. 3, lines 58-60). 

b. As per claims 5 and 14, Hawkins et al teaches the claimed invention as described above. 
However, Hawkins et al fails to teach wherein said first application program is a Personal 
Information Manager and said first database is an address book database. 

Goyal et al teaches wherein said first application program is a Personal Information 
Manager and said first database is an address book database (See col. 1, lines 12-15). 

It would have been obvious to one with ordinary skill in the art at the time the invention 
was made to incorporate wherein said first application program is a Personal Information 
Manager and said first database is an address book database as taught by Goyal et al in the 
claimed invention of Hawkins et al in order to mimic the organization and interaction of familiar 
organizer (See col. 1, lines 37-39) 

c. As per claim 6 and 15, Hawkins et al teaches the claimed invention as described above. 
However, Hawkins fails to teach wherein said second application program is a telephone 
management application program to enable a user to select telephone service features for those 
contacts that appear in the address book database. 
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Menelli et al teaches wherein said the application program is a telephone management 
application program to enable a user to select telephone service features for those contacts that 
appear in the address book database (See col. 2, lines 16-23). 

It would have been obvious to one with ordinary skill in the art at the time the 
invention was made to incorporate wherein said second application program is a telephone 
management application program to enable a user to select telephone service features for those 
contacts that appear in the address book database as taught by Menelli et al in the claimed 
invention of Hawkins et al in order new user friendly features into their wireless devices (See 
col. 1, lines 19-20). 

d. As per claims 7 and 16, Hawkins et al teaches the claimed invention as described above. 
However, Hawkins et al fails to teach wherein said telephone service features selectable by a 
user includes at least one of call waiting, call forwarding, call blocking, caller ID block, 
distinctive ring and anonymous call reject. 

Menelli et al teaches wherein said the application program is a telephone 
management application program to enable a user to select telephone service features for those 
contacts that appear in the address book database (See col. 2, lines 16-23). 

It would have been obvious to one with ordinary skill in the art at the time the 
invention was made to incorporate wherein said second application program is a telephone 
management application program to enable a user to select telephone service features for those 
contacts that appear in the address book database as taught by Menelli et al in the claimed 
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invention of Hawkins et al in order new user friendly features into their wireless devices (See 
col. 1, lines 19-20). 

e. As per claim 8 and 17, Hawkins et al teaches the claimed invention as described above. 
However, Hawkins et al fails to teach wherein said host computer system further comprises a 
Personal Information Manager to maintain records in a second address book database. 

Goyal et al teaches wherein said host computer system further comprises a Personal 
Information Manager to maintain records in a second address book database (See col. 1, lines 12- 
15). 

It would have been obvious to one with ordinary skill in the art at the time the invention 
was made to incorporate said host computer system further comprises a Personal Information 
Manager to maintain records in a second address book database (See col. 1, lines 37-39). 

7. Claims 19-21 are rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. Patent 
No. 5,884,323 to Hawkins et al in view of U.S. Patent No. 5,974,238 to Chase, Jr. 

a. As per claim 19-20 Hawkins et al the claimed invention as described above. However, 
Hawkins et al fails to teach wherein said synchronization program maintains a map file of 
checksum values to determine which records are new and which records have changed since 
previous synchronization. 

Chase, Jr. teaches an automatic data synchronization between a handheld computer and a 
host computer using pseudo cache including tags and logical elements. Furthermore, Chase, Jr. 
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teaches wherein said synchronization program maintains a map file of checksum values to 
determine which records are new and which records have changed since previous 
synchronization (See col. 13, lines 9-16). 

It would have been obvious to one with ordinary skill in the art at the time the invention 
was made to incorporate wherein said synchronization program maintains a map file of 
checksum values to determine which records are new and which records have changed since 
previous synchronization as taught by Chase, Jr. in the claimed invention of Hawkins et al in 
order to allow the synchronization routine to detect record changes (See col. 13, lines 8-9). 

b. As per claim 21, Hawkins et al teaches the claimed invention as described above. 
However, Hawkins fails to teach wherein said synchronization program is configured to update 
dirty flags maintained by said first application program to reflect changes made during 
synchronization between said handheld computer and said server. 

Chase, Jr. teaches wherein said synchronization program is configured to update dirty 
flags maintained by said first application program to reflect changes made during 
synchronization between said handheld computer and said server (See col. 13, lines 3 1-67). 

It would have been obvious to one with ordinary skill in the art at the time the invention 
was made to incorporate wherein said synchronization program is configured to update dirty 
flags maintained by said first application program to reflect changes made during 
synchronization between said handheld computer and said server as taught by Chase, Jr. in the 
claimed invention of Hawkins et al in order to achieve dynamic data synchronization (See col. 
13, lines 50-51). 
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8. Claim 22 is rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. Patent No. 
5,884,323 to Hawkins et al in view of U.S. Patent Application No. 2001/0047393 to Arner et al. 

22. As per claim 22, Hawkins et al teaches a handheld computer comprising: a first 
application to maintain a first database; a second application to enable a user to access said first 
database and change a record in said first database according to features selected by the user (See 
col. 4, lines 24-41); However, Hawkins et al fails to teach a wireless communications link with a 
server, wherein said hand held computer is configured to communicate information associated 
with said features selected by the user to said server over said wireless communications link. 

Arner et al teaches a wireless communications link with a server, wherein said hand held 
computer is configured to communicate information associated with said features selected by the 
user to said server over said wireless communications link (See page 7, paragraph [0051-0052]). 

It would have been obvious to one with ordinary skill in the art at the time the invention 
was made to incorporate a wireless communications link with a server, wherein said hand held 
computer is configured to communicate information associated with said features selected by the 
user to said server over said wireless communications link as taught by Arner et al in the claimed 
invention of Hawkins et al in order to enable a user to execute and interact with a program (See 
page2, paragraph [0015]). 

9. Claims 23 and 26 are rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. 
Patent No. 5,884,323 to Hawkins et al in view of U.S. Patent Application No. 2001/0047393 to 
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Arner et al as applied to claim 22 above, and further in view of view of U.S. Patent No. 
5,873,108 to Goyal et al. 

a. As per claim 23, Hawkins et al in view of Arner teaches the claimed invention as 
described above. However, Hawkins et al in view of Arner fails to teach wherein said first 
application is a Personal Information Manager and said first database is an address book 
database. 

Goyal et al teaches wherein said first application program is a Personal Information 
Manager and said first database is an address book database (See col. 1, lines 12-15). 

It would have been obvious to one with ordinary skill in the art at the time the invention 
was made to incorporate wherein said first application program is a Personal Information 
Manager and said first database is an address book database as taught by Goyal et al in the 
claimed invention of Hawkins et al in order to mimic the organization and interaction of familiar 
organizer (See col. 1, lines 37-39) 

b. As per claim 26, Hawkins et al in view of Arner teaches the claimed invention as 
described above. However, Hawkins et al in view of Arner fails to teach wherein said handheld 
computer is a personal digital assistant. 

Goyal et al teaches wherein said handheld computer is a personal digital assistant (See 
col. 3, lines 51-52). 

It would have been obvious to one with ordinary skill in the art at the time the invention 
was made to incorporate wherein said handheld computer is a personal digital assistant as taught 
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by Chase, Jr. in the claimed invention of Hawkins et al because personal computing devices of 
handheld devices can be of various description including PDA (See col. 3, lines 58-60). 

10. Claims 24-25 are rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. Patent 
No. 5,884,323 to Hawkins et al in view of U.S. Patent Application No. 2001/0047393 to Arner et 
al as applied to claim 22 above, further in view of view of U.S. Patent No. 5,873,108 to Goyal et 
al, and further in view of view of U.S. Patent No. 6,321,078 to Menelli et al. 

a. As per claim 24, Hawkins et al in view of Arner in view of Goyal et al teaches the 
claimed invention as described above. However, Hawkins et al in view of Arner in view of 
Goyal et al fails to teach wherein said second application program is a telephone management 
application program to enable a user to select telephone service features for those contacts that 
appear in the address book database. 

Menelli et al teaches wherein said the application program is a telephone management 
application program to enable a user to select telephone service features for those contacts that 
appear in the address book database (See col. 2, lines 16-23). 

It would have been obvious to one with ordinary skill in the art at the time the 
invention was made to incorporate wherein said second application program is a telephone 
management application program to enable a user to select telephone service features for those 
contacts that appear in the address book database as taught by Menelli et al in the claimed 
invention of Hawkins et al in order new user friendly features into their wireless devices (See 
col. 1, lines 19-20). 
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b. As per claim 25, Hawkins et al in view of Arner in view of Goyal et al teaches the 
claimed invention as described above. However, Hawkins et al in view of Arner in view of 
Goyal fails to teach wherein said telephone service features selectable by a user includes at least 
one of call waiting, call forwarding, call blocking, caller ID block, distinctive ring and 
anonymous call reject. 

Menelli et al teaches wherein said the application program is a telephone 
management application program to enable a user to select telephone service features for those 
contacts that appear in the address book database (See col. 2, lines 16-23). 

It would have been obvious to one with ordinary skill in the art at the time the 
invention was made to incorporate wherein said second application program is a telephone 
management application program to enable a user to select telephone service features for those 
contacts that appear in the address book database as taught by Menelli et al in the claimed 
invention of Hawkins et al in order new user friendly features into their wireless devices (See 
col. 1, lines 19-20). 

Conclusion 

1 1 . The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

U.S. Patent No. 5,574,859 to Yeh et al teaches a portable information storage and transfer 

device. 




# 



Application/Control Number: 09/729,622 



Page 15 



Art Unit: 2141 

U.S. Patent No. 5,666,530 to Clark et al teaches a system for automatic synchronization 
of common file between portable computer via communication channel selected from a plurality 
of usable channels there between. 

12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Djenane M Bayard whose telephone number is (703) 305-6606. 
The examiner can normally be reached on 7:00 AM-4:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rupal Dharia can be reached on (703) 305-4003. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Djenane Bayard 
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